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DETAILED ACTION 
Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the center-to-center spacing, E k , 
center-to-center spacing E x , and "Ei" must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(4) because 
reference characters "2" and "3" have both been used to designate "cassettes", and reference 
characters "E x " and "E k " have both been used to designate "centre-to-centre spacing." Corrected 
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drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

The drawings are objected to because the graphs in figures 2 and 3 require proper labels 
for each data set and axes. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the brief description of 
the several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Application/Control Number: 10/591,912 Page 4 

Art Unit: 4135 

Specification 

The disclosure is objected to because of the following informalities: lack of headings for sections 
and use of British English spelling variation of "centre" instead of American English spelling 
variation of "center." 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Reference characters "E n " and "Ei" are used in the claim language, but never 
explicitly identified. 

Regarding claim 1 , the phrase "optionally" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bradlee US 
Patent No. 4,635,458. 
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Bradlee teaches: 




Limitations from claim 1, tensionless leveller (figure 4) intended for levelling a metal 
strip (180), having an entry and an exit, comprising n+1 motorized rolls (54, 56, 58, 72, 76, 78), 
of the type comprising two superposed cassettes (48, 60) each supporting at least n/2 rolls (54, 
56, 58, 72, 76, 78) of constant radius R, offset with respect to one another and placed alternately 
above and below the path of the strip (180), the axis of each of the rolls (54, 56, 58, 72, 76, 78) 
of one cassette (48, 60) being separated from the axis of the immediately successive roll (54, 56, 
58, 72, 76, 78) of the other cassette by a centre-to-centre spacing E k , in which: 

for k from 2 to 4, R/E k =R/Ei; 

for k from n-3 to n, R/E k =R/E n and R/E<R/Ei; and 
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for k from 5 to n-1, R/E n <R/Ek <R/Ei, and R/Ek<R/Ek+i, said leveller (figure 4) optionally 
including means for adjusting the centre-to-centre spacings E k (column 2, lines 61-65) (column 3, 
lines 5-64). 

Bradlee discloses the claimed invention except for the center-to-center spacing ratios. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to design the apparatuses with precise center-to-center spacing ratios, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Limitations from claim 2, leveller (figure 4) according to claim 1 , in which n>8 (column 
3, lines 5-64). 

Bradlee discloses the claimed invention except for explicit enumeration of the rolls. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to add additional rolls to the invention, since it has been held that mere duplication of 
essential working parts of a device involve only routine skill in the art. Additional rolls to the 
leveller would result in a smoother, more defect-free product. In re Regis Paper Co. v. Bemis 
Co., 193 USPQ 8. 

Limitations from claim 3, leveller (figure 4) according to either of claims 1 and 2, in 
which, when the thickness of the strip (180) to be levelled is between 0.5 and 3 mm, 14<n<22 
(column 3, lines 5-64). 
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Bradlee discloses the claimed invention except for the optimal range of metal strip 
thickness. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to design the invention for a specific metal strip thickness, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Limitations from claim 4, leveller (figure 4) according to either of claims 1 and 2, in 
which, when the thickness of the strip (180) is between 3 and 15 mm, 10<n.<16 (column 3, lines 
5-64). 

Bradlee discloses the claimed invention except for the optimal range of metal strip 
thickness. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to design the invention for a specific metal strip thickness, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Limitations from claim 5, leveller (figure 4) according to any one of claims 1 to 4, in 

which: 

for k from 1 to x, 0.90<R/E k .<0.95; and 

for k from x+1 to n, 0.70<R/E k <0.80. (column 3, lines 5-64). 

Bradlee discloses the claimed invention except for the center-to-center spacing ratios. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
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made to design the apparatuses with precise center-to-center spacing ratios, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 



Limitations from claim 6, leveller (figure 4) according to any one of claims 1 to 4, in 

which: 

for k from 1 to x, 0.90<R/E k <0.95; 

one of the centre-to-centre spacings E x , where 5<x<n-4, being such that: 
0.80<R/E X <0.90; 

and for k from x+1 to n, 0.70<R/E k <0.80. (column 3, lines 5-64) 
Bradlee discloses the claimed invention except for the center-to-center spacing ratios. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to design the apparatuses with precise center-to-center spacing ratios, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Limitations from claim 7, leveller (figure 4) according to any one of claims 1 to 4, in 

which: 

for k from 1 to x, 0.90<R/E k <0.95; 
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one of the centre-to-centre spacings E x , where 5<x<n-4, being such that: 

0.80<R/E X <0.90, and 0.75<R/E x+ i<0.85; and 

for k from x+2 to n, 0.70<Ek <0.80. (column 3, lines 5-64) 
Bradlee discloses the claimed invention except for the center-to-center spacing ratios. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to design the apparatuses with precise center-to-center spacing ratios, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Limitations from claim 8, method for levelling a metal strip (180) in which a leveller 
(figure 4) according to any one of claims 1 to 7 is used, leveller in which the degree of plastic 
deformation is at least 60% and at most 90%. (column 1, lines 10-23). 

Bradlee discloses the claimed invention except for the optimal range of pre-levelled strip 
deformation. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to design the invention to level a specific range of strip deformation, since it 
has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re Alter, 
105 USPQ 233 

Limitations from claim 9, levelling method according to claim 8, in which the metal strip 
(180) is a steel strip (column 1, lines 10-11). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to STEPHANIE JENNINGS whose telephone number is (571)270- 
7392. The examiner can normally be reached on M-F, 7:30 am-5 pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William M. Brewster can be reached on (57 1 )272-l 854. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/S. J./ 

Examiner, Art Unit 4135 
December 3, 2008 

/William M. Brewster/ 

Supervisory Patent Examiner, Art Unit 4135 



